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4J£S^ CERTIFICATE OF MAILING UNDER 37 C.F.R. §1 .8 

I hereby certify that this correspondence Is being deposited with the United States Postal Service as first class mail, with 
sufficient postage, in an envelope addressed to: Mail Stop Patent Ext, Commissioner for Patents, J^^. Box 1450, 
Alexandria, VA 22313-1450, on the below date: 

Date: June 10. 2004 Name: Nicholas M. Boivin. Rea. No. 45.650 Signature: ^^itSfi^^i^SM^ t 




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



BRINKS 
H 0 F E R 
6ILS0N 
&L I 0 N E 



In re Appln. of: Keith Wood et al. 

Appln. No.: 09/813,279 

Filed: March 19, 2001 

For: Method for Detection of ATP 

Attorney Docket No: 1 0743-6 



Examiner: Louise N. Leary 
Art Unit: 1654 



Mail Stop Patent Ext. 
Commissioner for Patents 
P. 0. Box 1450 
Alexandria, VA 22313-1450 



TRANSMITTAL 



Sir: 

Attached is/are: 

S Check for $200.00; Application for Correction of Patent Term Adjustment under 37 C.F.R. § 1 .705(b) [Including 
Tabs A-D] 

S Return Receipt Postcard 

Fee calculation: 

□ No additional fee is required. 
Small Entity, 

An extension fee in an amount of $ for a -month extension of time under 37 C.F.R. § 1 .136(a). 

A petition or processing fee in an amount of $ under 37 C.F.R. § 1,1 7( ). 



□ 
□ 
□ 
□ 



An additional filing fee has been calculated as shown below: 





Small Entity 




Not a Small Entity 




Claims Remaining 
After Amendment 




Highest No. 
Previously Paid For 


Present 
Extra 




Rate 


AdH'l Fpp 


or 


Rate 


Add'l Fee 


Total 




Minus 








x$9= 






x$18= 




Indep. 




Minus 








x43= 






x$86= 




First Presentation of Multiple Dep. Claim 






+$145= 






+ $290= 






Total 


$ 


Total 


$0 



Fee payment: 

^ A check in the amount of $ 200.00 for the Application for Correction of Patent Term Adjustment fee is enclosed. 

□ Please charge Deposit Account No. 23-1925 in the amount of $ 
for this purpose. 

Payment by credit card in the amount of $ (Form PTO-2038 is attached). 



A copy of this Transmittal is enclosed 



□ 



The Director is hereby authorized to charge payment of any additional filing fees required under 37 CFR §1.16 
and any patent application processing fees under 37 CFR § 1.17 associated with this paper (Including any 
extension fee required to ensure that this paper Is timely filed), or to credit any overpayment, to Deposit 
Account No. 23-1925. 



Respectfully submitted, 



June 10,2004 
Date 




BRINKS HOFER GILSON & LIONE 
NBC Tower - Suite 3600, 455 N. Cityfront Plaza Drive, Chicago, IL 60611-5599 




I herebirte^^tjg.t;^tn^ is being deposited 

with the utiited-^SlStes Postal Service, with sufficient 
postage, as first class mail in an envelope addressed to: 
Mail Stop Patent Ext. 
Commissioner for Patents ' 

P.O. Box 1450 
Alexandria, VA 22313-1450 

on June 10, 2004 

Date of Deposit 

Nicholas M. Boivin, Reg. No. 45,650 

Name of applicant, assignee or 
Registered Representafive 




Sis 

June 10. 2004 



Date of Signature 



Our Case No. 10743-6 (BH-6) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 

Keith Wood et al. 
Serial No.: 09/813,279 
Filing Date: March 19, 2001 
For: Method for Detection of ATP 



Examiner: Louise N. Leary 
Group Art Unit No.: 1654 



APPLICATION FOR CORRECTION OF PATENT TERM ADJUSTMENT 

UNDER 37 C.F.R. § 1.705(b) 



Mail Stop Patent Ext. 
Comnriissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

U.S. Patent Application No. 09/813,279 was allowed on May 4, 2004 with a 
published term adjustment under 35 U.S.C. § 154(b) of 0 days. For the reasons stated 
herein, Applicants request correction of the Patent Term Adjustment ("PTA") to 337 
days . 

06/16/2004 ZJUHAR2 00000238 09813279 
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REMARKS 



U.S. Patent Application No. 09/813,279 was allowed on May 4, 2004 with a 
published term adjustment under 35 U.S.C. § 154(b) of 0 days. Applicants herein apply 
to the U.S. Patent and Trademark Office for correction of the Patent Term Adjustment 
calculation pursuant to 37 C.F.R. § 1 .705(b). Applicants have enclosed a check for the 
fee under 37 C.F.R. § 1 .18(e) for filing this Application for Correction of Patent Term 
Adjustment. In the event that additional funds are required for the fee for Application for 
Correction of Patent Term Adjustment under 37 C.F.R. § 1 .18(e), please charge any 
additional necessary fee to Deposit Account No. 23-1925. Please credit for any excess 
fee paid to Deposit Account No. 23-1925. A duplicate copy of this Application for 
Correction of Patent Term Adjustment is attached. 

The patent temn adjustment for U.S. Patent Application No. 09/813,279 is 
calculated as discussed below. Dates are specified based on the Patent Application 
Information Retrieval (PAIR) system Patent Term Adjustment History (attached at Tab A). 

Note that U.S. Patent Application No. 09/813,279 is not subject to a terminal 
disclaimer. 

37 C.F.R, § 1,703 Adjustment for Period of Examination Delav 

Applicants agree with the USPTO calculation of the period of adjustment under 37 
C.F.R. § 1.703(a)(1) of 380 davs . 

37 C.F.R, § 1.704 Reduction in Period of Adjustment 

With respect to the grounds for adjustment set forth in 37 C.F.R. § 1 .703(a)-(e), an 
applicant is deemed to have failed to engage in reasonable efforts to conclude processing 
or examination of an application for the cumulative total of any periods or time in excess of 
three months that are taken to reply to any notice or action by the Office. Any such three 
month period is measured from the date the notice or action was mailed to the applicant. 
The period of adjustment set forth in 37 C.F.R. § 1 .703 shall be reduced by the number of 
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days beginning on the day ("the 3 month date") after the date that is three months after the 
date of mailing of the Office communication. 

Applicants respectfully assert that the U.S. Patent and Trademark Office has 
improperly assessed a 475 day Reduction in Period of Adjustment under 37 CFR § 1 .704, 
instead of an 8 day Reduction, related to the filing of a series of responses to three U.S. 
Patent and Trademark Office requests for Sequence Listings in computer readable format. 
Applicants have submitted fully compliant Sequence Listings on three separate occasions. 

A Notice to File Missing Parts was mailed on May 23, 2001 ("Missing Parts 
Notice"). The Missing Parts Notice recited, among other items, a failure to provide a copy 
of the Sequence Listing in computer readable format and a corresponding Statement 
under 37 CFR § 1 .821 (f) ("Statement") that the Sequence Listing corresponds to the 
Sequence recited in the above referenced application as filed. 

Applicant timely filed a Response to the Missing Parts Notice that contained, 
among other things, the Sequence Listing in computer readable format along with the 
required Statement ("First Response"). The First Response was received by the USPTO 
on July 26, 2001 (See Postcard at Tab B), less than three months after the Missing Parts 
Notice was mailed. The First Response included a computer disk containing a Sequence 
Listing in computer readable format that Applicants respectfully assert was both computer 
readable and fully compliant with 37 CFR §§ 1 .821 -1 .822. Therefore, no Applicant delay 
was incurred in responding to the Missing Parts Notice. 

On October 22, 2001 , a Notice to Comply with Requirements for Patent 
Applications Containing Nucleotide Sequence and/or Amino Acid Sequence Disclosures 
was mailed ("First Sequence Listing Notice"). The First Sequence Listing Notice 
requested the filing of a second substitute computer readable Sequence Listing and 
Statement. 

On January 30, 2002, Applicants' fully compliant response to the First Sequence 
Listing Notice was received by the U.S. Patent Office (See Postcard at Tab C). In fact, on 
December 18, 2001 , Applicants mailed the substitute Sequence Listing and Statement 
("Second Response") containing a second computer disk containing a Sequence Listing in 
computer readable format that Applicants respectfully assert was computer readable and 
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fully compliant with 37 CFR §§ 1 .821-1 .822. Despite having timely mailed the Second 
Response less than three months after the First Sequence Listing Notice was mailed, the 
Second Response was not received until January 30, 2002. over a month after the mailing 
date. Accordingly, under 37 CFR § 1 .704(b), Applicants are assessed a Reduction in 
Period of Adjustment of 8 days , through no fault of the Applicants, in replying to the First 
Sequence Listing Notice. 

On October 1 , 2002, a second Notice to Comply with Requirements for Patent 
Applications Containing Nucleotide Sequence and/or Amino Acid Sequence Disclosures 
was mailed ("Second Sequence Listing Notice"). The Second Sequence Listing Notice 
requested the filing of a third substitute computer readable Sequence Listing and 
Statement. 

On November 13, 2002, Applicants' fully compliant response to the Second 
Sequence Listing Notice was received by the U.S. Patent and Trademark Office (See 
Postcard at Tab D), that contained, among other things, the Sequence Listing in computer 
readable format along with the required Statement ("Third Response"). The Third 
Response was received by the USPTO less than three months after the Missing Parts 
Notice was mailed. The Third Response included a computer disk containing a Sequence 
Listing in computer readable format that Applicants respectfully assert was both computer 
readable and fully compliant with 37 CFR §§ 1.821-1.822. Therefore, no Reduction in 
Period of Adjustment was incurred in responding to the Second Sequence Listing Notice. 

A Notice of Allowance was mailed on May 4, 2004. In reviewing the Notice of 
Allowance and the Patent Term Adjustment History on the PAIR page of the U.S. Patent 
and Trademark Office Website (See Tab A), Applicants noticed the period for Reduction in 
Period of Adjustment under 37 CFR § 1.704 was improperly calculated as 510 days, 
resulting from the sum of an alleged 475 day Reduction in Period of Adjustment 
("Reduction") related to the filing of Sequence Listings as discussed above, and a 35 day 
Reduction related to the filing of an Information Disclosure Statement. 

Applicants acknowledge that the U.S. Patent and Trademark Office has assessed a 
further Reduction in Period of Adjustment of 35 days under 37 CFR § 1 .704(d) relating to 
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the filing of an Information Disclosure Statement received by the U.S. Patent and 
Trademark Office on September 29, 2003. 

However, the PTO incorrectly assessed 475 days instead of 8 days of Reduction in 
Period of Adjustment related to the Sequence Listing Filings discussed above (from the 
mailing date of the Notice of Missing Parts on May 23, 2001 to the date the application 
was deemed complete on December 1 1 , 2002). 

Thus, only a 43 day total Reduction in Period of Adjustment under 37 CFR § 1 .704 
should have been assessed, rather than a 510 day Reduction as the U.S. Patent and 
Trademark Office calculated. 

Total Patent Term Adjustment 

For the present application, the total Patent Term Adjustment ("PTA") under 37 
C.F.R. § 1 .703(f) is the period of adjustment under 37 C.F.R. § 1 .703 reduced by the 
reduction under 37 C.F.R. § 1 .704. The total PTA is thus 380 days under 37 C.F.R. § 
1 .703 - 43 days under 37 C.F.R. § 1 .704 = 337 days . 

Applicants respectfully request that the determination of Patent Term Adjustment 
be corrected prior to issuance of the above-referenced application. 



Respectfully submitted, 




Nicholas M. Boivrn 
Registration No. 45,650 
Attorney for Applicants 



BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, ILLINOIS 60610 
(312)321-4200 
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Case No: 10743/6 ( t 

Serial No.: 09/813.279 I vvW*^ 

Applicant: Keith Wood et al V 

•ft- \^ 

Please acknowledge receipt of the belowidentified: 

Iteins Mailed: Transmittal Letter (in duplicate); Response to Notice to File 
Missing Parts; Copy of Notice to File Missing Parts- cKSck fo $4? 

Atfr*^"^"! Sheet; AsslgnmenrDiSSto? Power of 

Attorney; Statement According to 37 C F R 6 1 ^m^<^l^Z^l^ 
Diskette; and Return Postcard Evidencing Rl^S'Sbam' "^ 
Date of Mailing: July 23, 2001 

brinks':hpfer GILSON & LIONE 
Thomas J. Wrona/fl 



Case No. / D"^^ V ^ 
Applicant ^^^^ ^^^^^^^ 



Hon. Commissioner of Patents & Trademarks 
Washington, D.Cr20231 

Please acknowledge receipt of the belovyjidentifie 

Serial No: Keith Wood tiMW' 
Transmittal letter fin duplicate) ;#gtatement According to 37 
1.821 (f): Sequence ListingatB^iskette containing Sequence Listing 
and postcard evidencing^^me 
/4 " 
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By: Gregory M. Zinkl, Ph.D. 



Date of Mailing: December 18, 2001 
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Director of The^^ited Statf^Patent & Trademark Office 
Washington, D.( 
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Serial No09/813.279 "^'^-'^ " 

Items Mailed Response to Notice to Comply with Requirements for Patent 

Applications Containing Nucleotide Sequence and/or Amino Acid Sequence; copy of Notice 
to Comply witti Requirements for Patent Applications Containing Nucleotide Sequence and/or 
Amino Acid Sequence; Statement Verifying Identical Paper and Computer Readable Copy, 
two (2) floppy disks containing computer readable copy of sequence listing; paper copy of 
sequence listing; transmittal letter (in duplicate) and postcard evidencing receipt 

BRINKS HOFER GILSON & LIONE 
( By: J. Matthew Buchanan, Reg. No.47,459 

Date of Mailing November 11, 2002 



